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31 Annotated polynucleotide selected from the group consisting of : ^ 
' Z) apolynucleo^ecompri^^ 
1^1 apolynudeotide complements^ 
c) an RNA equivalent of a) orb). 

32. Arr^odofdetectingatat^^ 
having a sequence of a polynucleotide of claim 3!, the method comprising: 

a) hybridizing the sample with a probe comprising^ least 20 contiguous 
nucleotides compri^ 

in the sample, and which probe sp^cific^hybridizes to said target 
polynucleotide, under conditions whereby a hybridization complex is formed 
between said probe and said target polynucleotide, and 

b) cletectmg the presence o^^ 
optionally, if present, the amount thereof . 

33. Amemodofclaim32,wh^^ 

34. Amemodofo^tingatargetpo^^ 
having a sequence of a polynucleotide of claim 3 1, the method comprising: 

a) amplifying said target polynucleotide using polymerase chain reaction 

amplification, and 
D) deterfng me presence OT ab^ 

optionally, if present, the amount thereof. 
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Applicants) 
TANG ET AL 



Art Unit 
1652 



"VsHO^NED STATUTORY PER.OD FOR REPLY I. SET TO EXPIRE , M0NTH(3) FROM 
THEMA1UNG DATEOMW OO^IJATWN.^ ^^^^^.v** 

* ^SpKrt 5n Bdjustmart S8837CFR1.704CSV 

SX ^m Responsive to communication^) filed on flfl PgfrrWV ■ 

■ eiKiAi 2bO This action Is noivfinal. 

2a)U This action is FINAL. wosecutSon as to the merits Is 

Disposition of Claims 

a\R?i cteimfs^ 21-36 is/Bre pending in the application. 

M ZSL^OL ml* tm^^ <™ m Mnsl " >ra, " n - 

5) S Claim(s) 94.26. 31 is/are allowed. 

6) D Clalm(s) Is/are rejected. 

70 Claim{s) is/are objected to. 

8)Q c!aim(s) . are subject to restriction and/cr election requirement. 

Application Papers 

flO The specification is objected to by the Examiner. CvamlnftP 
b: , is/are- a)D accepted or bDoblected to by the Examiner. 

1 1 0 The proposed drawing correction filed on a)U approve ,ui 

If approved, corrected doings are required to reply to Ms Office action. 
1 2)D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. §§ 119 and 120 1 19teW(W or if). 

^□Acknowledgment is made of a daim tor foreign priority under 35 U.S.C.& 119(a) (d) or <f) 

a)D All b)D Some • c)Q None of: 

1Q certified copies of the priority documents have been received. 

HO Acknowledgment is made of a daim for domes* priority under 35 

Attachment) 4)8 lnt^8 W Sumrary(pTCM13)PaperN 0 ( 8 )-if • 

1) D Notice of References Cited (PTO-892) S) Q NoflceoflnformelPaterrtAppllcaaonfPTO-ia) 
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All participants (applicant applicant's representative, PTO personnel): 



(1) Btchard G Hutson . 



(3L 



(2) Shirtev Recioon . 



(4). 



Date of Interview: 17 April 2003 . 



Type: a)E>3 Telephonic b)Q Video Conference 

c)Q Personal [copy given to: 1)Q applicant 2)13 applicant's representative) 

Exhibit shown or demonstration conducted: d)PYes e)0 No. 

If Yes, brief description; . 

Claim(s) discussed: 24*26 and 31-34 . 

Identification of prior art discussed: , . 

Agreement with respect to the claims f)Q was reached. g)E3 was not reached. h)D N/A. 



Sqbstance of Interview including description of the general nature of what was agreed to If an agreement was 
reached, or any other comments: See Continuation Sheet . 

(A fuller description, If necessary, and a copy of the amendments which the examiner agreed would render the claims 
allowable, if available, must be attached. Also, where no copy of the amendments that would render the claims 
allowable is available, a summary thereof must be attached.) 

THE FORMAL WRITTEN REPLY TO THE LAST OFFICE ACTION MUST INCLUDE THE SUBSTANCE OF THE 
INTERVIEW. (See MPEP Section 71 3.04). If a reply to the last Office action has already beep filed. APPLICANT IS 
GIVEN ONE MONTH FROM THIS INTERVIEW DATE TO FILE A STATEMENT OF THE SUBSTANCE OF THE 
INTERVIEW. See Summary of Record of Interview requirements on reverse side or on attached sheet. 



Examiner Note; You must sign this form unless It Is an 

Attachment to a signed Office action. Examiner's signature, if required 

u.s. patent and Trudeondt Qfflca 

PTO-413 (Rev. 11-02) interview Summary Paper No, 15 
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Continuation of Substance of Interview l^'^^^ %^£Z^JJle 
agreement was reached, or any other oomnwrtj^nj^^ specifically the cancellation of 

correction of formal matters to put the '^SSSdS K^ newly added claims 32-34 

claims drawn to non-elected subject matter. AppHcants no* atea ^ w n« ' ^^^^ 31 were 

drawn to methods of detecting a target V^^^^^^SSSSS claims 32-34 were not subject to rejoinder 
sSect to rejoinder. The examiner 1*°™** app!^ of Group II. The examiner 

as they were not drawn to either a method of use or a • mtfwdaf ^^^°^ e ^ ds ot £m of a genus of 
fndicated to applicant's representative *at the J^^^^SJfiEK represented disagreed with 

time to consider the issue. . 
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DETAILED ACTION 



Applicants preliminary amendment canceling claims 1-20 and adding new Cairns 
2146. Paper No. 13. 1/30/2003, is acknowledged. Claims 21-36 are at issue and are 
present for examination. 

Election/Restrictions 
Applicant's election with traverse of Group II. Claims 23-26. 28, 30 and 31 In 
Paper No. 13 is acknowledged. Applicant's further election with traverse of SEQ ID NO: 
M. Claims 24-26, 28 and 31 In Paper No. 13 Is acknowledged. Applicants traverse the 
restriction requirement on several grounds. 

First, applicants traverse the restriction requirement belween Groups II end VII 
(„ l?) on the basis mat the claimed methods are dependent on knowing the sequence of 
*e P olynudeotideofclalm31 and therefore a search of these two groups would 
subste.ntia.ly overlap and would thus not be an undue burden on the examiner. This 
argument is not found persuasive because knowing the sequence tffl. poiynudeotWe 
of claim 31 is not necessary to practice the invention of Group III (a method of detecting 
a polynucleotide) and the searches of these groups while overlapping are not 
coextensive and thus would cause an undue burden on the examiner. 

Second, applicants traverse the restriction requirement between elected Greup II 
drawn to polynudeoHdes and Group I drawn to polypeptides on the basis that many of 
the claimed polynucleotides encode the claimed polyp ptides and thus a search forth 
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polynucleotide* would include the polypeptides which they encode. App.ica.te 
argument is not found pensive because while the searches for the each of the 
groups overlap, they are no. coextensfce. For example, search of Group I would require 
search of subdass 530*50, a search of wh*h would be unnecessary for the search of 
the elected group II. The reference applicants present in support of their reasons to 
maintain the Ml Groups together is notfound persuade because the searches 
necessaryfor a complete determination of novelty and un-obviousness requires more 

then a search of such a reference. 

Third^pplicantstraversetherestnction requirement between GroupsI and IV 

and hence Group II on the basis that these Groups could be examined at the same time 
also without undue burden on the examiner, as a search of the phor art for each of the 
groups would substantially overlap. Asabovathis argument is not found persuasive 
because while the searches for the each of the groups overlap, they are not 
coextensive. For example, search of Group IV would require search of subdass 
530/387.1. asea^hofwhichwou.dbeunnecessaryforthesearohofthee.ectedg.oup 

Applicants traverse me restriction requirement between elected Group H drawn to 
polynucleotides and new.y added dalm 27 drawn to a transgenic organism, as above, 
on the basis that a search of the different Groups would substantially overlap. It Is 
noted that me invents of this newly added dalm was no. induded in the engine, dalm 
set. however as discussed above wKh respect to groups I and III. while the search of 
elected Group II and daim 28 would overlap, they are not coextensive. For example, 
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. areh of*esub ie e. m attorofc.o 1 m28would reC ,ulre 9 6 are hafs U bc la ss 800/13. a 
search of which would be unnecessary** me search of the elected group II. 

Applicants further traverse the restriction requirement between, elected 
potynucleoflde of SEQ ID NO. 9 and those of SEC ID NO* 1-3. 5, and 6-8 on the basis 
thatthese Calms are written as part of a Markush group. This argument is notfound 
persuasive on the basis thattne newly added dalms are not drawn to a group that are 
sufficient* few in number or so dosery related tat a search and examination of the 
entire claim can be made without a serious burden fl.e. 7 independent and distinct 
polynucleotide and polypeptide sequences). Further applicants have not disdosed what 
_ utility each of the members of the group share nor have applicants disdosed 
the substantial structural feature disdosed as being essential to that utility. 

Applicants comments with respect to the rejoinder of claims 32-34 are also 
acknowledged, howeveras discussed above, the meU,ods ofdaims 32-34 are not 

instead methods of using fragments of the allowable product. 

The requirement is still deemed proper and is therefore made FINAL. 

Claims 21-23. 27^30. 32-36 are withdrawn from further consideration by the 
examiner, 37 CFR 1 .142(b). as being drawn to a non-eiected Uwen«on. the requirement 
having been traversed in Paper No. 1 3. 

Information Disclosure Statement 
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The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1 .98(b) requires a list of all patents, publications, or other 
information submitted for consideration by the Office, and MPEP § 609 A(1) states, -ft. 
list may not be incorporated into the specification but must be submitted in a separate 
paper." 

Applicants filing of information disclosures. Paper No. 14, filed 276/2003, is 
acknowledged. Those references considered have been initialed. 

Allowable Subject Matter 
Claims 24-26 and 31 are allowable over the prior art. 

This application is in condition for allowance except for the following formal 
matters: 

This application is in condition for allowance except for the presence ofclaims 
21-23. 27-30, 32-36 to an invention non-elected with traverse in Paper No. 13. 

Prosecution on the merits is closed in accordance with the practice under Ex 
parte Quayfe, 1935 CD. 1 1 . 453 O.G. 213. 

A shortened statutory period for reply to this action is set to expire TWO 
MONTHS from the mailing date of this letter. . 
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The following is a statement of reasons for the indication of allowable subiect 
matter The prior art does not teach or suggest a polynucleotide encoding the acyl-CoA 
synthetase enzyme of SEQ ID NO: 4. 

Interview Summary Enclosed 
As noted in the enclosed interview summary, the examiner called applicant's 
representative to discuss the correction of formal matters to put the instont application in 
condition for allowance, specifically the cancellation of claims drawn to non-elected 
subiect matter. Applicants indicated that they thought that newly added claims 32-34 
drawn to melhods of detecting a target polynucleotide having the sequence of a 
polynucleotide of claim31 were subiect to reader. The examiner informed applicants 
representative that claims 32-34 were noi subject to rejoinder as they wen, not drawn to 
either a method of use or a method of making the polynucleotide of Group II. The 
examiner indicated to applicants representative that the referred to claims. 32-36. were 
drawn to methods of use of a genus of polynuclefldes that were considerably broader 
then the elected group. The applicants representative disagreed with the examiner's 
Werpretatlon and asked that an action be sent out so that applicant's representative 
would have more time to consider the issue. 
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Any inquiry concerning this communicaton orearfier communications from the 
examiner should be directed to Richard G Hutson whose telephone number is (703) 
308-0066. The examiner can normal* be reached on 7:30 am to 4:00 pm. M-F. 

„ attempts to reach the examiner by telephone are unsuccessful, the examiners 
supervisor. Ponnathapu Achutamurthy can be reached on (703) 308-3804. The fax 
phone numbere for the organization where this application or proceeding Is ass-gned 
are (703) 30W014 for regular communications and (703) 305-3014 for After Final 
communications. 

Any inqui* of a general nature or relating to the status of this application or 
proceeding should be dieted to the receptonls, whose teiephone number is (703)308- 
0196. /) 

b5 




Richard Hutson, Ph.D. 
Primary Patent Examiner 
Art Unit 1652 
April 21,2003 
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